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ON BRI EF

Before JOHN D. SM TH, WALTZ, and LI EBERMAN, Adnini strative
Pat ent Judges.

JOHN D. SMTH, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clains 21 through 39.

Claim 21 is representative and is reproduced bel ow

21. A method for fabricating an electrochromc article
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conprising the steps of:

(a) depositing an organic polyner priner coating on a
surface of each of two organic pol yner substrates,

(b) depositing an el ectroconductive nmetal oxide filmon
each of the prinmer coatings deposited on said organic pol yner
substr at es,

(c) depositing a filmof an electrochromc nmaterial on
one of the el ectroconductive netal oxide filnms deposited in
step (b),

(d) depositing a filmof a conplenentary el ectrochronc
mat erial on the other el ectroconductive netal oxide film
deposited in step (b),

(e) assenbling the organic polynmer substrates of steps
(c) and (d) in spaced relationship with the electrochronm c and
conplenmentary electrochromic filns in a facing rel ati onshi p,
(f) disposing a prefornmed sheet of ion-conducting
pol ymer between and in contact with the electrochrom c and
conpl enentary el ectrochromc filns, and

(g) applying heat and pressure to |l am nate said sheet to
said el ectrochromc filns.

As evi dence of obvi ousness, the exam ner relies on the

foll ow ng references:

Ggliaet al. (Gglia) 4,174,152 Nov. 13, 1979
Huang et al (Huang) 4,361, 385 Nov. 30,
1982

Rukavi na 4,609, 703 Sep. 2, 1986
Cshi kawa et al. (Oshi kawa) 5, 011, 582 Apr. 30, 1991
Def endi ni et al. (Defendini) 5, 244, 557 Sep. 14,
1993
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Appeal ed clainms 21 through 32 and 34 through 38 stand
rejected under 35 U S.C. 8§ 103 as unpatentabl e over Defendi ni
in conbination with either Gshikawa or G glia and Rukavi na.
Appeal ed clains 33 and 39 stand simlarly rejected under the
sanme section of the statute as unpatentable over Defendini in
conbination with either Gshikawa or G glia and Rukavi na
further in view of Huang.

We cannot sustain the stated rejections.

The subject matter on appeal is directed to a nethod for
fabricating an el ectrochrom c device havi ng organi c pol yner
substrates and a preforned ion-conducting polyner. For
pur poses of the issues raised in the present appeal, a
significant step of appellants' clainmed fabrication nethod
i nvol ves the deposition of an organic polyner priner coating
on a surface of each of two organic polyner substrates. See
step (a) of appealed claim?2l. Thereafter, in appellants
met hod, an el ectroconductive netal oxide filmis deposited on
each of the prinmer coatings of the organic pol yner substrates.
On one of the electroconductive netal oxide filns deposited in
t he above step, a filmof electrochromc material is deposited
thereon. On the other electroconductive netal oxide film a
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conpl enmentary electrochromc material is deposited. At this
point in the claimed process, the organic polymer substrates
are assenbled in spaced relationship with the el ectrochromc
and conpl enentary electrochromc filns in a facing
relationship and a preforned sheet of ion-conducting pol yner

i s disposed between and in contact with the electrochrom c and
conpl enentary el ectrochromc filnms. The last step of the

cl ai med process requires the application of heat and pressure
to lam nate the preforned

i on-conducting polynmer sheet to the electrochromc fil ms.

As evidence that the herein clainmed process woul d have
been obvious to a person of ordinary skill in the art, the
exam ner principally relies upon the disclosures of Defendini
and Rukavina. Referring to the disclosures in Defendini as
the "prior art," the exam ner contends that the difference
bet ween the clai ned process and the "prior art" is that the
"prior art" does not show the deposition of a priner |ayer
bet ween the transparent substrate and the el ectroconductive
metal oxide layer. The exam ner further contends that it is
not clear whether the instant "preformed" ion-conductive |ayer
i s obvious over the prior art ion-conductive polyner |ayer.
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See the Answer at page 4, first full paragraph. At page 7 of
the Answer in his "Response to argunent” section of the
answer, the exam ner further acknow edges that "while

Def endi ni shows the use of glass as transparent substrate,
however, it is well known in the art that other materials such
as plastic which is polyneric material; glass; ceramcs are
used as transparent materials for the substrate.

Accordingly, the exam ner argues that it would have been
obvious to one of ordinary skill in the art to nodify the

met hod of Defendini by replacing glass with the plastic
material of the "secondary references" since glass and plastic
are well known transparent materials for the substrates in the
manuf acture of electrochrom c devices. Wth respect to the

cl ai med requi renment of depositing an organic pol yner priner
coating on a surface of each of two organic polyner

substrates, the exam ner contends that it would have been
obvious to one of ordinary skill in the art to further nodify
t he Def endi ni process by incorporating the step of depositing
the prinmer of Rukavina since the adhesion property of the
coated substrate is known to be enhanced by the priner |ayer
bet ween the substrate and the netal oxide |ayer. See the
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Answer at page 5, lines 1 through 6.

We find the examiner's theory of rejection to be
probl ematical for a nunber of reasons. First, as appellants
point out in their brief, particularly at page 4, the
Def endi ni patent describes a nethod for preparing
el ectrochrom c glazings, i.e., coated glass |amnate
structures, which are used in notor vehicles, particularly as
sun roofs. See colum 1, lines 12 through 19, of this patent.
Hence, Defendini is not concerned with "transparent”
substrates in general, but to a nethod for form ng glass
| am nate structures. There is no evidence of record that the
support sheets of electrochrom c gl azings, useful
as sun roofs in notor vehicles, are nade of anything but
gl ass. Hence, there is no factual basis to support the
exam ner's broad statenent that it would have been obvious to
nodi fy the nethod of Defendini by replacing the glass
substrates of Defendini's electrochromc glazing with plastic
substr at es.

Wth respect to the applied Rukavina patent, appellants
point out that this prior art patent is concerned with
provi ding polyneric priners for acrylic substrates on which
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metal oxide filnms, such as indium oxide, are deposited.
However, as appellants point out in their brief at page 9,
there is no disclosure in Rukavina relating to the formation
of an el ectrochrom c device. As appellants argue, Rukavina is
concerned with producing a resistor that generates heat when
an electric current is passed through the conductive netal

oxi de. Thus, Rukavina does not refer to or contenplate the
use of electrochrom c netal oxides in conbination with the

el ectroconductive netal oxide filmapplied to the acrylic
substrate. Accordingly, even assum ng for purposes of
argunment that one of ordinary skill in the art would have been
led to nodify the Defendini process by replacing Defendini's
gl ass support sheets with plastic support sheets, we find that
there is no reasonabl e suggestion in the conbi ned teachings of
the relied on references that would have | ed one of ordinary
skill in the art to use a prinmer |layer as clained.

Finally, as applied, neither the Gshi kawa nor Gglia
patents renmedy the basic deficiencies in the exam ner's stated
rejection. The nere fact that the prior art could be nodified
as proposed by the exam ner is not sufficient to establish a

prima facie case of obviousness. See In re Fritch, 972 F.2d
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1260, 1266, 23 USPQ2d 1780, 1783 (Fed. Cir. 1992). The
exam ner must persuasively explain why the prior art would
have suggested to one of ordinary skill in the art the

desirability of the proposed nodifications. See Fritch, 972

F.2d at 1266, 23 USPRd at 1783-84. In the present case, the
exam ner has failed to provide persuasive reasons why the
Def endi ni process should be nodified as proposed. The

deci sion of the exam ner, accordingly, is reversed.

REVERSED
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